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Summary of Facts and Subm ssi ons

0449.D

The appeal was | odged agai nst a decision of the
exam ni ng division, dated 18 June 1997, refusing the
Eur opean patent application No. 96 305 851.6
(publication nunber 0 767 419). The deci sion was based
on clainms 1 to 9 filed with letter of 1 January 1997
and claim10 filed with letter of 19 February 1997.

The reason for the refusal was that clains 7 to 10,
defining a conputer program product and el enent,
respectively, were directed to a conmputer program as
such and, therefore, concerned subject-matter excluded
frompatentability under Article 52(2)(c) and (3) EPC
Regardi ng the nethod and the conputer system defined in
claims 1 to 6, however, the contested deci sion

i ndi cated that the requirenments of the European Patent
Convention, and in particular those of novelty and
inventive step, were fulfilled.

Claim7 was directed to a conputer program code stored
on a conputer readabl e storage nmedi um Supposing that
conputer prograns stored on such a storage nedi um
formed part of the prior art, the exam ning division
concl uded that the subject-matter clainmed was

di stinguished fromthat prior art only by the
information pattern represented by the stored program

code.
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Therefore, the problem solved would nerely be how to
store the particular conputer programon a data
carrier; this problemwas well-known in the prior art,
so was its solution. Neither would this problembe a
techni cal problem nor would any technical effects be
achieved by its solution, since a conmputer program
stored on a data carrier in the formof bits and bytes
woul d still be nothing nore than a conputer program as
such which was explicitly excluded frompatentability
by Article 52(2) and (3) EPC

This conclusion was clearly supported by the Guidelines
for exam nation in the European Patent Ofice,

Chapter G 1V, 2.3, indicating that "A conputer program
clainmed by itself or as a record on a carrier, is not
patentable irrespective of its content”. Although the
exam ning division my depart fromthese instructions

i n exceptional cases, granting patents for conputer
prograns claimed in this manner would | ead to the
undesirable situation that third parties relying upon
t he CGuidelines would be confronted with the surprising
situation that, although explicitly excluded, clains

for such subject-matters had been al |l owed.

In the view of the examning division, a clear |ine

bet ween pat ent abl e and unpat ent abl e subject-matter
could only be drawn when programon-carrier clains were
refused. Ot herwi se, even a programwitten on a sheet
of paper woul d becone patentable, although there would
be no doubt that such subject-matter was in fact a
conmput er program as such excluded from patentability
under Article 52(2) and (3) EPC

Essentially the sane objection had to be uphel d agai nst

0449. D Y A
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clainms 8 to 10.

In addition, claim9 infringed Articles 83 and 84 EPC
since the description did neither support this claim
(Article 84 ) nor disclose howto carry out the
invention in the full width of the claim (Article 83).

Wth regard to correspondi ng argunents forwarded by the
appellant in the witten procedure before the exam ning
di vi sion, the decision concluded that, except for the
principles of procedural |aw generally recognised in
the contracting states, the only rel evant systemof |aw
for exam ni ng European patent applications would be the
Eur opean Patent Convention (including the CGuidelines
for Exam nation) and that therefore the Agreenent on
trade-rel ated aspects of intellectual property rights
(the "TRIPS Agreenent") had not to be taken into
account in applying the EPC.

Furthernore, the EPC did not provide a basis for the
argunent that the exclusion of conputer prograns under
Article 52(2)(c) and (3) EPC would only be intended to
prevent patents on subject-matter for which copyright
protection was available. Finally decision T 163/85, QJ
1990, 379, "colour television signal/BBC', cited by the
appel lant in support of its argunents, was not rel evant
for the reason that, differently fromthe tel evision
signal clained in that case, the present clains did not
define subject-matter inherently conprising technical
features. In addition, Article 52(2) EPC nentioned

conput er prograns but not television signals.

The appellant filed a notice of appeal on 30 June 1997.
The fee for appeal was paid on the sane day. A

statenent of grounds including two sets of anmended

0449.D
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clainms according to a main and an auxiliary request was
filed on 7 August 1997.

The appel |l ant essentially argued that the ideas and
principles underlying a conmputer program are not
capabl e of protection by copyright as literary works
and shoul d consequently be capable of protection by a
patent. The exclusion of conputer prograns as such
shoul d be given an interpretation that enabled the EPC
to be conpatible with the TRIPS Agreenment. Regarding
the case | aw of the boards of appeal, decision

T 236/91, unpublished, dated 16 April 1993, Texas

I nstrunents | ncorporated, had conceded that conputer
prograns did not necessarily concern non-techni cal
subject-matter. In decision T 119/88, QJ 1990, 395,
"Col oured disk jacket/Fuji", a test on the technical
character of a feature had been applied by determ ning
the effect caused by the feature when added to an

obj ect which did not conprise this feature before.
Applying this test to clains 7 to 10 would clearly show
the technical character of the clainmed subject-matter.
The conputer program products clainmed were physi cal,
not abstract entities |like a television signal.

Excl udi ng such subject-matter frompatentability would
be contrary to Article 27 of the TRIPS Agreenent. The
possi bl e technical character of conputer prograns were
al so acknowl edged by European Union Directive 91/ 250/ EG
on the | egal protection of conputer progranms. The
present practice of the EPO woul d affect adversely the
scope of protection available in this field of

t echnol ogy.

In the oral proceedings which were held before the

0449.D
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Board on 19 March 1998, the appellant submtted an
anended set of clainms. The independent clains read as
fol | ows:

"1l. A nethod in a data processing systemfor

di splaying i nformati on, wherein said data processing
systemincludes a display and an operating system said
nmet hod conprising the steps of:

di splaying information within a first windowin said

di splay using information display software,;

detecting a second wi ndow di splayed in said display at
a location that obscures a portion of said information
di splayed in said first window, notifying said
information display software of the detection; and

di splaying in said first window said portion of said
informati on that had been obscured by said second

wi ndow, i ncluding noving said portion of said
informati on that had been obscured by said second

w ndow to a location within said first window that is
not obscured by said second w ndow, using said

i nformation display software.”

"5. A data processing systemfor displaying

i nformati on, wherein said data processing system

i ncludes a display, and an operating system said data
processi ng system conpri si ng:

means for displaying information within a first w ndow
in said display utilising information display software;
means for detecting a second wi ndow di spl ayed in said
display at a location that obscures a portion of said
information displayed in said first w ndow,

nmeans for notifying said information di splay software
that said portion of said information within said first

wi ndow i s obscured by said second w ndow, and

0449. D Y A
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means within said informati on display software for

di splaying in said first window said portion of said

i nformation that had been obscured by said second

wi ndow, wherein said information in said first w ndow
previ ously obscured by said second window is noved to a
| ocation within said first window that is not obscured
by said second w ndow. "

"7. A conputer program product conprising a conputer
readabl e nedi um havi ng t hereon:

conput er program code neans, when said programis

| oaded, to make the conputer execute procedure to

di splay information within a first window in a display;
and

responsive to the obstruction of a portion of said
first window information by a second wi ndow, to display
in said first window said portion of said information

t hat had been obscured by said second w ndow, including
nmoving said portion of said information that had been
obscured by said second window to a location within
said first wndow that is not obscured by said second

wi ndow. "

0449. D Y A
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"8. A conputer program el enent conprising:

conmput er program code neans to make the conputer
execute procedure to display information within a first
wi ndow in a display; and

responsive to the obstruction of a portion of said
first window information by a second wi ndow, to display
in said first window said portion of said information

t hat had been obscured by said second w ndow, i ncluding
novi ng said portion of said information that had been
obscured by said second windowto a |ocation within
said first window that is not obscured by said second

wi ndow. "

"9. A conputer programelenent as claimed in claim38
enbodi ed on a conputer readable nedium"”

"10. A conputer readable nedium having a program
recorded thereon, where the programis to nake the
conput er execute procedure

to display information within a first windowin a

di spl ay;

to respond to the obstruction of a portion of said
first window information by a second wi ndow, to display
in said first window said portion of said information
that had been obscured by said second w ndow, i ncl uding
to nove said portion of said information that had been
obscured by said second window to a |location within
said first window that is not obscured by said second

w ndow. "

The argunents of the appellant subnmitted during the

oral proceedi ngs can be sumari sed as foll ows:

0449. D Y A
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The Strasbourg convention of 1963 did not provide for
any explicit exclusion of conputer prograns from
patentability. The Patent Corporation Treaty,

Rules 39.1 and 67.1, renoved the requirenent for
searching and examning in the field of conputer
progranms. However, the reason for these provisions was
not that conputer prograns were not patentable per se,
but that sone Searching or Prelimnary Exam ning

Aut hority m ght not be equi pped to carry out such
tasks. Review ng the preparatory docunents to the EPC
reveal ed that the exclusion of conputer prograns was
first introduced into the draft of 1971 following a
proposal of the UK del egation. It had been argued that
conputer prograns were not different from mathematica
met hods and thus not "inventive".

According to the current practice of the EPO, however,
patentability of software inventions was principally
acknow edged, but a particular formof claimlanguage
was required before the claimwuld be allowed under
Article 52(2) and (3) EPC. According to this practice,
a claimdefining an invention by way of a technical
feature woul d not be considered to be excluded, even if
the technical feature resided in a conputer program
However, once such an intellectual construction had
been accepted as an invention, the provisions of
Article 52 EPC were satisfied and would no | onger
justify to constrain the applicant as to how to claim
t he inventi on.

It was not clear whether the TRIPS Agreenent applied to
the EPC directly. However, it was clear from various
mat erials emanating fromthe EPO that there was a

desire to apply the European Patent Convention in

0449. D Y A
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conformty with the TRIPS Agreenent. The jurisprudence
of the boards of appeal requiring a technical
contribution m ght be developed in such a way that the
interpretation of Article 52 EPC would be brought into
conpl ete conpliance with the TRIPS Agreenent, w thout
Article 52 EPC having to be revised.

The requirement for an invention to have a technical
character was, at least in principle, also present in
the current guidelines of the USPTO and the Japanese
patent office.

In decision T 163/85, QJ 1990, 379, "Col our television
signal /BBC', cited above, the Board had devel oped the
concept that a television signal mght inherently
conprise a technical feature of the television system
in which it occurs and would then not fall under the
excl usion provisions of Article 52(2) and (3) EPC. A
conputer programtransmtted wirelessly over a network
or stored on a data carrier was not essentially
different fromsuch a tel evision signal

Therefore, various formul ations of patent clains for

such subject-matter were bei ng consi dered.

The appel | ant requested

that the decision under appeal be set aside and

a patent be granted on the basis of clains 1 to 10 as
filed in oral proceedings before the Board (main
request),

alternatively that he would be given an opportunity for

anendnent .

At the end of oral proceedings, held before the Board
on 19 March 1998, the Board decided that the

0449. D Y A



- 10 - T 0935/ 97

proceedi ngs woul d be continued in witing.

Reasons for the Decision

2.

1

According to the decision under appeal the then valid
claims 1 to 6 fulfilled the requirenents of the EPC,
but the patent application was refused for the sole
reason that the subject-matter of the then valid
claims 7 to 10 were consi dered as bei ng excluded from
patentability under Article 52(2) and (3) EPC

The Appellant, as his main request, now requests the
grant of a patent on the basis of clains 1 to 10, filed
in the oral proceedings before the Board.

Claims 1 to 6 of the present main request are identica
to clains 1 to 6 considered all owabl e by the exam ning
di vision in the decision under appeal. Thus the
patentability of those clains is not the subject of the
present appeal .

Cains 7 to 10 of the present main request concern
subject-matter which is simlar to that of clains 7 to
10 as refused by the examning division in their
deci si on under appeal .

The only question to be decided by the Board in this
case, therefore, is whether the subject-matter of
present clains 7 to 10 is excluded from patentability
under Article 52(2) and (3) EPC

TRIPS

To a large extent the Board shares the appellant's

opi ni on about the significance of TRIPS with regard to

0449.D
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t he case under consideration

However, for the time being it is not convinced that
TRIPS may be applied directly to the EPC. Apart from
any other considerations TRIPS is binding only on its
menber states. The European Patent Organisation itself
is not a nenber of the WIO and did not sign the TRI PS
Agr eenent .

Nor has the Board been able to find any justification
under the Vienna Convention on the Law of Treaties for
the direct application of TRIPS to the EPC

Al t hough, according to Article 4, the Vienna
Convention, which was signed on 23 May 1969, but did
not enter into force until 27 January 1980, is not
applicable to the EPC, it has considerable authority
and has frequently been cited by the boards of appeal
when applying principles laid down in it. However, in
the Board' s opinion Article 30, which deals with the
"application of successive treaties relating to the
sanme subject-matter", does not provide any
justification for applying TRIPS to the EPC. For
instance, there is not even full correspondence between
the contracting states to the EPC and the nenber states
of TRIPS, ie not all the contracting states to the EPC

are sinultaneously nenbers of TRIPS.

But al t hough TRIPS may not be applied directly to the
EPC, the Board thinks it appropriate to take it into
consideration, since it is ained at setting common
standards and principles concerning the availability,
scope and use of trade-related intellectual property

rights, and therefore of patent rights. Thus TRIPS

0449.D
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gives a clear indication of current trends.

Article 27(1) TRIPS states that "patents shall be
avai | abl e for any inventions, whether products or
processes, in all fields of technol ogy, provided they
are new, involve an inventive step and are capabl e of
industrial application”. This general principle, when
considered together with the provisions pursuant to
par agraphs 2 and 3 of Article 27 concerning excl usion
frompatentability (which, however, do not conprise any
of the subject-matter nentioned in Article 52(2) EPO),
can be correctly interpreted, in the Board's opinion,
as neaning that it is the clear intention of TRI PS not
to exclude frompatentability any inventions, whatever
field of technology they belong to, and therefore, in
particul ar, not to exclude progranms for conputers as
mentioned in and excluded under Article 52(2)(c) EPC

The Board is fully aware that, according to

Article 10(1) TRIPS, "conputer prograns, whether in
source or object code, shall be protected as literary
wor ks under the Berne Convention (1971)". This
provi si on does not, however, weaken the above

concl usion that conputer prograns are patentabl e under
TRIPS, as based on its Article 27. The fact that
Article 10 is the only provision in TRIPS which
expressly nentions prograns for conputers and that
copyright is the neans of protection provided for by
sai d provision does not give rise to any conflict
between Articles 10 and 27 TRI PS. Copyright and
protection by patents constitute two different neans of
| egal protection, which may, however, also cover the

same subject-matter (eg prograns for conputers), since

0449. D Y A
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each of them serves its own purpose.

The appellant also referred to current practice in the
US and Japanese patent offi ces.

The Board has taken due notice of these devel opnents,
but wi shes to enphasise, that the situation under these
two | egal systens (US, JP) differs greatly fromthat
under the EPC in that it is only the EPC which contains
an exclusion such as the one in Article 52(2) and (3).

Nevert hel ess these devel opnents represent a useful

i ndi cation of nodern trends. In the Board's opinion
they may contribute to the further highly desirable
(worl d-wi de) harnoni sation of patent |aw.

The relevant source of substantive patent law

The outcone of the above considerations is that the
only source of substantive patent |aw for exam ning

Eur opean patent applications at this nonment is the

Eur opean Pat ent Convention. The exam ning division's
conclusion in the decision under appeal that the EPC is
the only rel evant system of substantive patent |law to

be taken into account is therefore correct.

In applying the EPC the exam ning division relied on
the Guidelines for Exam nation in the European Patent
O fice and thus only applied the interpretation of the
EPC as given therein.

However, the Quidelines are not binding upon the boards
of appeal. In particular, according to Article 23(3)

EPC, "in their decisions the nenbers of the Boards

0449.D
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shal | not be bound by any instructions and shall conply
only with the provisions of this Convention”

The Board will therefore now investigate what in its
view woul d be the proper interpretation of the
exclusion frompatentability of prograns for conputers
under Article 52(2) and (3) EPC

Exclusion under Article 52(2) and (3) EPC

Turning to the exclusion clause itself, the Board notes
t he foll ow ng:

Article 52(2)(c) EPC states that programs for conputers
shall not be regarded as inventions within the meaning
of Article 52(1) EPC and are therefore excluded from
patentability.

Article 52(3) EPC establishes an inportant limtation
to the scope of this exclusion. According to this
provi sion, the exclusion applies only to the extent to
whi ch a European patent application or a European

patent relates to prograns for conputers "as such".

The conbi nation of the two provisions (Article 52(2)
and (3) EPC) denonstrates that the legislators did not
want to exclude frompatentability all prograns for
conputers. In other words the fact that only patent
applications relating to prograns for conputers as such
are excluded frompatentability neans that
patentability may be allowed for patent applications
relating to prograns for conputers where the latter are

not considered to be prograns for conputers as such

0449. D Y A
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5.2

5.3

5.4

In order to establish the scope of the exclusion from
patentability of progranms for conputers, it is
necessary to determ ne the exact neaning of the
expression "as such”. This may result in the
identification of those prograns for computers which,
as a result of not being considered prograns for
conputers as such, are open to patentability.

Interpretation of "as such”

Wthin the context of the application of the EPC the
techni cal character of an invention is generally
accepted as an essential requirenent for its
patentability. This is illustrated, for instance, by
Rul es 27 and 29 EPC.

The exclusion frompatentability of progranms for
conputers as such (Article 52(2) and (3) EPC) may be
construed to nean that such prograns are considered to
be nere abstract creations, lacking in technical
character. The use of the expression "shall not be
regarded as inventions" seens to confirmthis

i nterpretation.

This neans that progranms for conputers nust be
consi dered as patentable inventions when they have a

t echni cal char acter

Thi s concl usion seens to be consistent with the three

di fferent provisions concerned:

(a) the exclusion frompatentability provided for in
Article 52(2) EPC

0449.D
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(b) the general provision of Article 52(1) EPC
according to which European patents shall be
granted for any inventions (therefore having
techni cal features) which are susceptible of
i ndustrial application, which are new and which

i nvol ve an inventive step;

(c) the provision of Article 52(3) EPC, which does not
allow a broad interpretation of the scope of the

excl usi on.

The main problemfor the interpretation of said
exclusion is therefore to define the nmeaning of the
feature "technical character”, in the present case with
specific reference to prograns for conputers.

Technical character of programs for computers

For the purpose of interpreting the exclusion from
patentability of prograns for conputers under

Article 52(2) and (3) EPC, it is assuned that prograns
for conputers cannot be considered as having a

techni cal character for the very reason that they are

progranms for conputers.

Thi s neans that physical nodifications of the hardware
(causing, for instance, electrical currents) deriving
fromthe execution of the instructions given by
progranms for conputers cannot per se constitute the
techni cal character required for avoiding the excl usion

of those prograns.

0449.D
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Al t hough such nodifications may be considered to be
technical, they are a comon feature of all those
progranms for conputers which have been nade suitable
for being run on a conputer, and therefore cannot be
used to distinguish prograns for conputers with a
techni cal character from prograns for conputers as
such.

It is thus necessary to | ook el sewhere for technical
character in the above sense: It could be found in the
further effects deriving fromthe execution (by the
hardware) of the instructions given by the conputer
program Were said further effects have a technica
character or where they cause the software to solve a
techni cal problem an invention which brings about such
an effect nmay be considered an invention, which can, in
principle, be the subject-matter of a patent.

Consequently a patent nay be granted not only in the
case of an invention where a piece of software nmanages,
by neans of a conputer, an industrial process or the
wor ki ng of a piece of machinery, but in every case
where a programfor a conputer is the only neans, or
one of the necessary neans, of obtaining a technical
effect wwthin the neaning specified above, where, for

i nstance, a technical effect of that kind is achieved
by the internal functioning of a conputer itself under
the influence of said program

In other words, on condition that they are able to
produce a technical effect in the above sense, al
conmput er programs nust be considered as inventions
within the neaning of Article 52(1) EPC, and may be the

subj ect-matter of a patent if the other requirenents

0449.D
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provided for by the EPC are satisfied.

As already indicated in the previous paragraph, said
technical effect may al so be caused by the functioning
of the conputer itself on which the programis being
run, ie by the functioning of the hardware of that
conputer. It is clear that also in this situation the
physi cal nodifications of the hardware deriving from

t he execution of the instructions given by the program
wi thin the nmeaning indicated under points 6.2 and 6.3
above cannot per se constitute the technical character
required for avoidi ng excl usion.

In this case it is only said further technical effect
whi ch matters when considering the patentability

requi rements, and no inportance should be attached to
the specific further use of the systemas a whol e.

The expression "the system as a whol e" neans the
hardware plus the software, that is the system

consi sting of the hardware as programmed in accordance
wi th the program concerned (hardware + software).

Case law of the boards of appeal of the EPO

The considerations contained in reasons 4, 5 and 6
above are in line with the main streamin the case | aw

of the boards of appeal of the EPO

As far as patentability is concerned the boards have so
far required inventions to possess technical character.
To the Board' s know edge there are no decisions in

whi ch a board of appeal has attributed a technical
character to a conputer programfor the sole reason

that the programis destined to be used in a technical

0449.D
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apparatus, nanely a conputer.

This can be illustrated by one of the early decisions
of the boards in this field, T 208/84 (QJ 1987,

14), " Conputer-rel ated i nvention/VICOM', as cited above.
This invention concerned "A nethod of digitally
processing images in the formof a two-dinensional data
array ...", which nade use of a mathematical nethod
incorporated in a conputer programrun on an

appropriate conputer to do the said processing.

In this case it was held that the nmethod according to
the invention was not excluded frompatentability,
because it constituted a technical process which was
carried out on a physical entity. This entity m ght be
a material object but equally an image stored as an

el ectric signal. Thus said nmethod was neither a

mat hemati cal nethod as such nor a conputer program as
such.

The fact that the physical nodifications of the
hardware deriving fromthe execution of the
instructions of a conputer program cannot per se
constitute the technical character of prograns for
conputers as required for the purpose of avoiding their
exclusion frompatentability under Article 52(2)(c) and
(3) EPC, is denonstrated for exanple by decision

T 22/85 (QJ 1990, 12), "Docunent abstracting and
retrieving/ 1 BM, according to which the said physica
nodi fications of the hardware cause el ectri cal

currents.

A typical exanple of an invention which concerns the
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internal functioning of a conmputer caused by the
progranms running on it was the subject of decision

T 769/92 (QJ 1995, 525), "Ceneral-purpose nmanagenent
systenm SOHEI ", according to which the fact that
techni cal considerations were required in order to
arrive at the invention was considered to | end
sufficient technical character to the invention as
clainmed for it to avoid exclusion frompatentability
under Article 52(2)(c) and (3), whereas no inportance
was attributed to the specific use of the systemas a
whol e.

The basic idea of the invention resides in the conputer

progr am

O particular inportance to the present case is the
fact that, according to the case |aw of the boards of
appeal, a claimdirected to the use of a conputer
program for the solution of a technical problem cannot
be regarded as seeking protection for the program as
such within the neaning of Article 52(2)(c) and (3)
EPC, even if the basic idea underlying the invention
may be considered to reside in the conputer program
itself, as illustrated for exanple by decisions

T 208/ 84 (QJ 1987, 14), "Conputer-related

i nvention/VICOM, as cited above, and T 115/85 (QJ
1990, 30), "Conputer-related invention/|BM.

The case law thus allows an invention to be patentable
when the basic idea underlying the invention resides in

t he conputer programitself.

The Board takes this opportunity to remark that, for
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t he purpose of determ ning the extent of the exclusion
under Article 52(2) and (3) EPC, the said "further"
technical effect may, in its opinion, be known in the
prior art.

Determ ning the technical contribution an invention
achieves with respect to the prior art is therefore
nore appropriate for the purpose of exam ning novelty
and inventive step than for deciding on possible

excl usion under Article 52(2) and (3).

Claim for a computer program product

As al ready pointed out under reason 1, the only
question to be decided in this appeal is whether the
subject-matter of clains 7 to 10 is excluded from
patentability under Article 52(2) and (3) EPC. These
clains are directed to a conputer program product and
have to be exam ned fromthe point of view of what may
be called "the further technical effect”, which, if
present, may lead to the subject-matter not being

excl uded under Article 52(2) and (3) EPC

Such products normally conprise a set of instructions
whi ch, when the programis | oaded, nmakes the hardware
execute a specific procedure producing a particular

result.

0449.D
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It is self-evident that in this instance the basic idea
underlying the invention resides in the conputer
program It is also clear that, in such a case, the
hardware on which the programis intended to run is
outside the invention, ie the hardware is not part of
the invention. It is the material object on which the
physi cal changes carried out by running the program

t ake pl ace.

Furthernore it is clear that if, for instance, the
conput er program product conprises a conputer-readabl e
medi um on which the programis stored, this nmediumonly
constitutes the physical support on which the program

is saved, and thus constitutes hardware.

Every conput er program product produces an effect when
t he program concerned is made to run on a conputer. The
effect only shows in physical reality when the program
is being run. Thus the conputer program product itself
does not directly disclose the said effect in physical
reality. It only discloses the effect when being run
and consequently only possesses the "potential" to

produce said effect.

This effect may al so be technical in the sense as
expl ai ned under reason 6, in which case it constitutes
the "further technical effect” nmentioned there. This
means that a conputer program product may possess the

potential to produce a "further" technical effect.

Once it has been clearly established that a specific
conput er program product, when run on a conputer,

bri ngs about a technical effect in the above sense, the
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Board sees no good reason for distinguishing between a
direct technical effect on the one hand and the
potential to produce a technical effect, which may be
considered as an indirect technical effect, on the

ot her hand.

A conputer program product may therefore possess a
techni cal character because it has the potential to
cause a predeterm ned further technical effect in the
above sense. According to the above, having technical
character nmeans not being excluded frompatentability
under the "as such" provision pursuant to Article 52(3)
EPC.

This means that a conputer program product having the
potential to cause a predeterm ned further technical
effect is, in principle, not excluded from
patentability under Article 52(2) and (3).
Consequent |y, conputer program products are not
excluded from patentability under all circunstances.

In contrast to the reasons given in the decision under
appeal, the Board has derived the technical character
of the conputer program product fromthe potenti al
techni cal effect the program possesses, which effect is
set free and nmay reveal itself when the programis nade

to run on a conputer.

A conputer program product which (inplicitly) conprises
all the features of a patentable nethod (for operating
a conputer, for instance) is therefore in principle
consi dered as not being excluded frompatentability
under Article 52(2) and (3) EPC

It is self-evident that a claimto such a conputer
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program product nust conprise all the features which
assure the patentability of the nethod it is intended
to carry out when being run on a conputer. \Wen this
conput er program product is |loaded into a conputer, the
programed conputer constitutes an apparatus which in
turn is able to carry out the said nethod.

Wrding the claimfor a conputer program product in
this way al so ensures that, when the hardware works
according to its predeterm ned procedures, its internal
physi cal changes carried out by the program are not

rel evant per se for determ ning whether an invention
(as clainmed) is patentable (see, for exanple, T 22/85,
Q) 1990, 12, "Docunent abstracting and retrieving/|BM,
al ready cited and di scussed under reasons, 7.2).

G ven that, according to the above, in the Board's
opinion a further technical effect is necessary,
deriving fromthe execution of the program such a
requirenment will be satisfied when the claimis

formul ated as specified above.

Such a claimcontains functional features and its scope
is defined in ternms of the function performed by the

conputer program as described in that claim

The present decision is further supported by the
reasons given in the "VICOM decision under reasons,
16, third and | ast paragraph, where the Board found
that: "Finally, it would seemillogical to grant
protection for a technical process controlled by a
sui tably programmed conputer but not for the conputer
itself when set up to execute the control”. In other

words, it would seemillogical to grant a patent for a
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nmet hod but not for the apparatus adapted for carrying
out the sane nmethod. By anal ogy, the present Board
finds it illogical to grant a patent for both a nethod
and the apparatus adapted for carrying out the sane

nmet hod, but not for the computer program product, which
conprises all the features enabling the inplenentation
of the method and which, when |oaded in a conputer, is
i ndeed able to carry out that nethod.

10. Interpretation according to the Vienna Convention

10.1 The Board has anal ysed sonme aspects of the neaning of
t he expression "conputer prograns as such”, with the
enphasis on the "as such", and has arrived at the
concl usion that a conputer program product is not
excluded frompatentability if it possesses the
potential to bring about a "further" technical effect.

Returning to the Vienna Convention, Article 31,

"CGeneral rule of interpretation”, states in paragraph 1
that "A treaty shall be interpreted in good faith in
accordance with the ordinary neaning to be given to the
ternms of the treaty in their context and in the |ight
of its object and purpose", and in paragraph 4 that "A
speci al neaning shall be given to atermif it is

established that the parties so intended".

10. 2 The Board is of the opinion that the interpretation
gi ven above to the exclusion of conputer prograns as
such under Article 52(2)(c) and (3) EPCis in ful
agreenent with the provisions of the Vienna Convention

cited here.
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In particular, the object and purpose of the EPC is the
grant of patents for inventions and thus to pronote
techni cal progress by giving proper protection to these
inventions. Wth this in mnd, the Board has arrived at
its interpretation in the Iight of devel opnents in

i nformation technol ogy. This technol ogy tends to
penetrate nost branches of society and | eads to very
val uabl e inventions. Inits interpretation the Board
has in its view not gone beyond the ordinary mneaning
given to the terns of the EPC. The nmeaning it has
attributed to the expression "as such”" in Article 52(3)
EPCis, inits opinion, not a special neaning wthin

t he meaning of Article 31(4) Vienna Convention, which
woul d have required the consent of the parties to the
EPC.

11. Further case law of the boards

11.1 Furthernore, the Board wi shes to point out that it is
aware of the fact that, according to the case | aw of
t he boards of appeal and in particular according to
that of the present Board, although conposed
differently, the view was taken on a nunber of
occasi ons that exclusion under Article 52(2)(c) and (3)
EPC applies to all conputer prograns, independently of
their contents, that is, independently of what the
program can do or perform when | oaded into an
appropriate conputer. To nmake a distinction between
prograns with a technical character and those with a
non-techni cal character, as is the case here, would not

be al | owed under such reasoni ng.

11.2 Exanpl es of such reasoning may be found for instance in

0449. D Y A



- 27 - T 0935/ 97

decisions T 26/86 (QJ 1988, 019, "X-ray appar at us/ KOCH
& STERZEL", reasons, 3.1), T 110/90 (QJ 1994, 557,

"Edi tabl e docunent form I BM', reasons, 5), T 164/92 (QJ
1995, 305, "El ectroni c conputer conponent s/ ROBERT
BOSCH', reasons, 4) and T 204/93 (unpublished, "System
for generating software source code/ ATT", reasons,
3.13).

11.3 However, it should al so be noted that neither of the
cited decisions nor, to the know edge of the Board, any
ot her decision of the boards of appeal deals wth a
claimdirected to a conmputer program product as in
present clainms 7 to 10.

This means that the question to be decided upon in the
present appeal has not been answered earlier by the
boards of appeal. Strictly speaking, the cited
reasonings may therefore be considered to constitute
obiter dicta and not ratio decidendi.

11. 4 However, in some cases reasonings of the type cited
have played at least prima facie a predomnant role in
reachi ng the decision concerned (see, for exanple,

T 204/ 93, nentioned above, unpublished, "Systemfor

generating software source code/ ATT", reasons, 3.13).

Consequently, the Board feels obliged to conmment on

thi s case.

11. 4.1 Reason 3.13 states that conputer prograns nmay be
useful, or applicable to practical ends, and that, for
i nstance, a conputer may control, under control of a

program a technical process, and that in accordance
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with the case law, such a technical process may be

pat ent abl e. However, it also states that conputer
prograns as such, independent of such an application,
are not patentable irrespective of their content, even
if that content happens to be such as to make it
useful, when run, for controlling a technical process.

11.4.2 The Board ruled that, "simlarly", a progranmer's
activity of programm ng was, "as a nental act", not
pat entabl e, irrespective of whether the resulting
program coul d be used to control a technical process,
and that automating that activity in a way which did
not involve any unconventional mnmeans did not render
t hat programm ng net hod patentable either,

i ndependently of the content of the resulting program

11.4.3 Finally, it is stated in reason 4.4: "It is furthernore
not necessary to consider whether claim5 would be
di sal | oned anyway for the reason that Article 64(2) EPC
woul d extend the protection conferred by that nethod
claimto the product directly obtained by such process,
nanmel y prograns for conputers, which extended
protection would seemto contravene the explicit
provi sion that progranms for conputers as such are
excl uded from patent protection according to
Article 52(2) and (3) EPC'.

11. 4.4 The present Board concludes fromthis sunmary that the
real, objective reasons given in the above deci sion
were that a programmer's activity of programm ng
constituted a mental act excluded as such under
Article 52(2)(c) and (3) EPC, but that the word
"simlarly" clearly inplied that the activity of
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progranm ng was excluded from patentability al so,
because of the exclusion of conputer prograns, and that
automating that activity (eg by neans of a conputer
program did not involve any unconventional neans which
were able to overcone the exclusion, which, in the end,
apparently was based on a conbination of the exclusions
of schemes, rules and nethods for perform ng nental
acts and of conputer prograns, both as such, under
Article 52(2)(c) and (3) EPC

11.5 The present Board concludes fromall this that,
al t hough the present decision may be based on a
slightly different approach in thinking and reasoni ng
than the case | aw of the boards of appeal of the EPO
it does not go directly against the existing case |aw
when that case law is considered in the |ight of what

was decided in the decisions concerned.

However, the Board wi shes to distinguish the cited
decision T 204/93, in so far as the latter purports to
exclude all conputer prograns as such, ie irrespective

of their contents.

12. The exact wording of the claims

12.1 The exam ni ng division was of the opinion that clains 1

to 6 net the provisions of the EPC

As indicated above under the circunstances there is no
need for the Board to verify this finding, since these
clainms are not the subject of this appeal. However, the

Board wi shes to comrent briefly on their wording.
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Clainms 1 and 5 are the independent clains of this set
of clainms. They are worded in functional ternms and

belong to different categories of claim Caimlis a
claimfor a nethod for displaying information (claim

category: nethod claimor process claim.

Caim5 is aclaimfor a data processing systemfor

di splaying information (claimcategory: apparatus claim
or device clain) and it is assunmed that claim5
constitutes a system (an apparatus or a device) for
carrying out the nethod of claiml.

| f the Board's assunptions are correct, then although
both clains belong to different categories, there would
neverthel ess be unity of invention under Article 82
EPC, and the allowability as considered by the

exam ning division of a claimfor a nmethod and a claim
for an apparatus adapted for carrying out the sane

met hod would conformw th the established case | aw of

t he boards of appeal, since, as nentioned above,
according to the cited "VICOM' decision, it would be
illogical to grant a patent for the nmethod and not for
the apparatus which is adapted for carrying out the

sane net hod.

12.2 The present appeal concerns the question, whether the
subject-matter of clains 7 to 10 is excluded from
patentability under Article 52(2) and (3) EPC. The
exam ni ng division decided that it was. The Board
W shes to enphasize that it has decided only that a
conmput er program product is not excluded from

patentability under all circunstances.
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To the Board, those circunstances include the exact
wordi ng of the clains at issue. As the wording of
present clainms 7 to 10 shows, there are various ways in
which a claimto a conputer program product may be

f or mul at ed.

Fromthe fact that these clainms were refused by the
exam ni ng division on the basis of the cited passage in
t he Guidelines, the Board concludes that the exam ning
di vision did not consider the exact wording of those
clainms in detail, and acknow edges that, fromthe

exam ning division's point of viewthere was little

need to do so.

However, now that the Board has decided that not al
conput er program products are prima facie to be
excluded from patentability, a thorough exam nation of
t he exact wording of the clains has to be carried out.

In order to preserve the appellant's right to have this
determ ned at two instances, the case is remtted to
the exam ning division for further exam nation of this

poi nt .

12.3 The Board would like to indicate that according to
decision T 410/96 (dated 25 July 1997, unpubli shed),
reference in a claimto another claimof a different
category may be hel pful in order to achieve a nore

conci se wordi ng of the clains.

13. Finally, as has becone clear fromthe above, the Board
notes that it does not agree with the interpretation by
t he exam ning division of Article 52(2) and (3) EPC
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given with reference to the Guidelines, CG1V, 2.3
(page 38 of the Decenber 1994 edition) from which they
concl uded that "a computer programclainmed by itself or
as a record on a carrier is not patentable.

In the view of the Board, a conputer program clainmed by
itself is not excluded frompatentability if the
program when running on a conputer or |oaded into a
conmputer, brings about, or is capable of bringing
about, a technical effect which goes beyond the
"normal " physical interactions between the program
(software) and the conputer (hardware) on which it is
run.

"Running on a conputer” nmeans that the system
conprising the conputer program plus the conputer
carries out a nethod (or process) which may be of the
ki nd according to claim 1.

"Loaded into a conputer” neans that the conputer
programmed in this way is capable of or adapted to
carrying out a nmethod which may be of the kind
according to claim1 and thus constitutes a system (or
devi ce or apparatus) which may be of the kind according

to claimb.

Furthernore, the Board is of the opinion that with
regard to the exclusions under Article 52(2) and (3)
EPC, it does not nmake any difference whether a conputer
programis clainmed by itself or as a record on a
carrier (followi ng decision T 163/85, QJ 1990, 379,

"Col our television signal/BBC', as cited above).

At the end of the oral proceedings, held before the
Board on 19 March 1998, the Board decided that the
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proceedi ngs would be continued in witing. Since the
Board, at present, is not deciding against the

appel lant, the Board thinks it appropriate to do so
wi t hout further communication with the appellant.

For these reasons it is decided that:

The deci sion under appeal is set aside.

The case is remtted to the first instance for further
prosecution on the basis of the appellant's request,
and in particular for exam nation of whether the
wordi ng of the present clains 7 to 10 avoi ds excl usion
frompatentability under Article 52(2)and (3) EPC
taking into account the fact that a conmputer program

product is not so excluded under all circunstances.

The Regi strar: The Chair man:

M Ki ehl P. K J. van den Berg
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